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REMARKS 

Claims 1-10 are pending. By this Amendment, new claiml8 is added. 

The Examiner rejected claims 1-9 as unpatentable over Kramer (5,290387) in view of 
Benway (5,884 7 190). Applicant respectfully traverses the rejection and submits that the 
Examiner has not established a prima facie case of obviousness. 

Applicant respectfully points out thai the examiner has articulated no motivation to 
combine the cited references. "Obviousness cannot be established by combining the teachings of 
the prior art to produce the claimed invention, absent some teaching, suggestion or incentive 
supporting the combination." In re Geiger, 815 F2nd 686, 688 (Fed.Cir. 1987). The motivation 
to combine must be found in the prior art. "It is irnpermissible to use the claimed invention itself 
as a blueprint for piecing together elements in the prior art to defeat the patentability of the 
claimed invention. To prevent the use of hindsight based on the invention, to defeat patentability 
of the invention, a court requires a motivation to combine the references that create the case of 
obviousness." Total Containment Incorporated v. Intelpro Corporation, US app. LEXIS 22072 
(Fed.Cir. 1999). "The central question is whether there is a reason to combine the references". 
McGinley v. Franklin Sports Incorporated, 262 F3d 1339, 1351-52 (Fed.Cir. 2001). 'The 
factual inquiry on whether to combine references must be thorough in searching, id- It must be 
based on objective evidence of record. See, e.g., Brown and Williamson Tobacco Corp. v. Philip 
Morris Incorporated, 229 F3d, 1120, U24-25 (Fed.Cir. 2000). 'Tarticular findings must be 
made as to the reason the skilled artisan, with no knowledge of the claimed invention, would 
have selected these components for combination in the manner claimed." In re Rouffet, 149 F3d, 
1350, 1359 (Fed.Cir. 1998). 
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As the Examiner has indicated, the Kramer reference indicates that the secondary 
sections that embrace are formed of a poorly heat conducting material and gives a single 
example, which is stainless steel. Nowhere in the Kramer reference is there any suggestion of 
the use of non-metallic materials such as plastic or ceramics. There is simply no suggestion 
within the Kramer reference that would direct one skilled in the art to seek a poorly heat 
conducting material outside the realm of metals. 

The Benway reference does not discuss or deal with thermal conductivities. Benway 
discloses the use of plastics and ceramics in a non-analogous context of electrical arc welding 
head for welding metals but nowhere suggests the suitability of as being appropriate for use in 
equipment for engaging or embracing plastic tubular ends to be welded particularly at the melt 
zone. Indeed, placing the polybeimmidazole or suitable ceramics at the meltzone in the Benway 
apparatus would result in a spectacular destruction of the equipment due to the excessive 
temperatures in arc welding metal pipe. Moreover, for this reason and others, metallic pipe 
welding and plastic pipe welding are non-analagous arts. The Benway reference in no way 
suggests placing non-metallic materials in direct contact with the material to be welded let alone 
the weldzone. Benway only discloses the use of those materials as electrical insulators and does 
not suggest their value as thermal insulators or low heat conducting materials. Therefore, neither 
the Kramer nor the Benway reference provides any suggestion to combine the materials to form 
the present invention. 

The function of a device like the present invention is to create molten plastic. It is readily 
apparent that the general understanding of plastics is that under circumstances of substantial heat 
most plastics soften and lose dimensional stability and hardness. The entire history of the art 
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teaches away from the use of plastics under such circumstances. Thus, a person skilled in the art 
would have no motivation to look in the area of plastics to fulfill the needs of the present 
invention. Applicant respectfully requests that the Examiner withdraw the rejection. 



Secondary Factors Indicating Nonobviousness 

As evidence of nonobviousness applicant submits that a competitor of the assignee of the 

present application has filed an application that discloses and claims substantially the same 

subject matter as the applicants patent application. The competitor's application is published by 

the United States Patent and Trademark Office as Pub. No, US 2002/0017355 Al. Pertinent 

claims in the published application follow: 

L In a welding device for welding plastic molded parts at a weld region, a heating- 
element for heating up the plastic molded parts region by region during the welding 
operation, comprising at least two shell-shaped heating elements resting on the 
outside on the plastic molded parts in the region of the weld, the heating elements 
being of a rotationally symmetrical design, wherein each heating element has a 
central region and two edge regions arranged adjacently on both sides of the central 
region and extend in an axial direction from the weld region along the plastic molded 
part, the heating element is designed in an axially symmetrical manner, wherein the 
edge region is formed of a material which has a lower thermal conductivity than the 
material of the central region. 

18. The heating-element as claimed in claim 12, wherein the edge region is formed 
of material selected from the group consisting of ceramic and high-alloy steel. 

The competitors application has a U.S. filing date more than two years later than 
applicant's application and a foreign priority date more than one year later than applicant's U.S. 
filing date. Copying suggests the nonobviousness of the invention. Graham v. John Deere, 383 
U.S. 1, 17-18 (1966). Therefore, applicant submits that the use of "isolation sections each 
formed of a nonmetallic material having a second thermal conductivity which is less than the 
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first thermal conductivity" as well as claiming "ceramic" would not have been obvious to one 
skilled in the art at the time that the subject application was filed. 

In addition, the competitor's application filing suggests the long felt but unfulfilled need 
in the industry for this kind of advancement in the polymer welding arts. 

The Examiner rejected Claim 10 as obvious over Kramer and Benway in view of Richter 
(U.S. Patent No. 5,814,181) As indicated above, claim 5 from which claim 10 depends should 
be allowable as amended herein and hence claim 10 should be allowable. 

Applicant has added new claim 18, claim 18 should be patentable over the prior ait of 
record for the same reasons as indicated above. 

In view of the foregoing, it is submitted that this application is in condition for allowance. 
Favorable consideration and prompt allowance of the application are respectftdly requested. 

Applicant respectfully submits that the Examiner has not established a prima facie case of 
obviousness and that secondary factors support the nonobviousness of Applicant's invention. 
The Benway reference is from a non-analogous art and the Benway reference teaches away from 
the claimed invention. Applicant submits Claims 1-11 are patentable over Kramer, Benway, and 
Richter. Applicant respectfully requests that the Examiner withdraw the objection. 

In view of the foregoing, it is submitted that this application is in condition for allowance. 
Favorable consideration and prompt allowance of the application are respectfully requested. 
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The Examiner is invited to telephone the undersigned if the Examiner believes it would 
be useful to advance prosecution. 



Customer No. 24113 
Patterson, Thuente, Skaar & Christensen, P.A. 
4800 IDS Center 
80 South 8th Street 
Minneapolis, Minnesota 55402-2100 
Telephone: (612)349-3001 



Respectfully submitted, 



Douglas J. Christensen 
Registration No. 35,480 
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